To:

Tickle Me Pink (dennis.armijo@comcast.net)

Subject:

TRADEMARK APPLICATION NO. 77099523 - TICKLE ME PINK - N/A

Sent:

5/23/2007 4:07:52 PM

Sent As:

ECOM107@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE
SERIAL NO:

77/099523

APPLICANT:

Tickle Me Pink

*77099523*

CORRESPONDENT ADDRESS:
DENNIS F. ARMIJO
DENNIS F. ARMIJO, P.C.
6300 MONTANO RD NW STE D
ALBUQUERQUE, NM 87120-2151

MARK:

RETURN ADDRESS:
Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

TICKLE ME PINK

CORRESPONDENT’S REFERENCE/DOCKET NO : N/A

Please provide in all correspondence:
1. Filing date, serial number, mark and
applicant's name.
2. Date of this Office Action.
3. Examining Attorney's name and
Law Office number.
4. Your telephone number and e-mail
address.

CORRESPONDENT EMAIL ADDRESS:
dennis.armijo@comcast.net

OFFICE ACTION
RESPONSE TIME LIMIT: TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER RESPONSE TO THIS OFFICE
ACTION WITHIN 6 MONTHS OF THE MAILING OR E-MAILING DATE.
MAILING/E-MAILING DATE INFORMATION: If the mailing or e-mailing date of this Office action does not appear above, this
information can be obtained by visiting the USPTO website at http://tarr.uspto.gov/, inserting the application serial number, and viewing the
prosecution history for the mailing date of the most recently issued Office communication.
Serial Number 77/099523
The assigned trademark examining attorney has reviewed the referenced application and has determined the following:
Search of the Office Records
The Office records have been searched and no similar registered or pending mark has been found that would bar registration under Trademark
Act Section 2(d), 15 U.S.C. §1052(d). TMEP §704.02.
Mark Differs on Drawing and Specimen
The mark on the drawing page does not agree with the mark as it appears on the specimen. The mark submitted for registration must be a
substantially exact representation of the mark that appears on the specimen. 37 C.F.R. §2.51.
In this case, the drawing displays the mark as TICKLE ME PINK, while the specimen shows the mark as TICKLE ME PINK PARTÄ’ and
TICKLE ME PINK PARTÄ’Z. Applicant’s mark in its drawing is not separable from the other terms that appear with it in the specimen because
of the novel spelling and use of capital letters in the term PARTÄ’ and PARTÄ’Z.

Applicant may not submit an amended drawing to conform to the display on the specimen because the character of the mark would be materially
altered; in other words, the mark on the specimen creates a different commercial impression from the mark on the drawing. 37 C.F.R. §2.72(a);
TMEP §§807.12, 807.12(a), 807.14 et seq. and 904.09.
Therefore, applicant must submit the following:
(1) A substitute specimen that shows the mark that appears on the drawing; and
(2) The following statement, verified with an affidavit or signed declaration under 37 C.F.R. §2.20: “The substitute specimen was in use
in commerce at least as early as the filing date of the application.” 37 C.F.R. §2.59(a); TMEP §904.09. If submitting a specimen
requires an amendment to the dates of use, applicant must also verify the amended dates. 37 C.F.R. §2.71(c).
If applicant cannot satisfy the above requirements, applicant may amend the Section 1(a) filing basis (use in commerce) to Section 1(b) (intent to
use basis), for which no specimen is required. However, should applicant amend the basis to Section 1(b), registration cannot be granted until
applicant later amends the application back to use in commerce by filing an acceptable allegation of use with a proper specimen. 15 U.S.C.
§1051(c); 37 C.F.R. §§2.76, 2.88; TMEP Chapter 1100.
In order to amend to Section 1(b), applicant must submit the following statement, verified with an affidavit or signed declaration under 37 C.F.R.
§2.20: “Applicant has had a bona fide intention to use the mark in commerce on or in connection with the goods or services listed in the
application as of the filing date of the application.” 15 U.S.C. §1051(b); 37 C.F.R. §§2.34(a)(2) and 2.35(b)(1); TMEP §806.01(b).
Declaration for Substitute Specimen
The following is a sample declaration under 37 C.F.R. §2.20 with a supporting statement for a substitute specimen:
The undersigned being warned that willful false statements and the like are punishable by fine or imprisonment, or both, under 18 U.S.C.
§1001, and that such willful false statements and the like may jeopardize the validity of the application or document or any registration
resulting there from, declares that the substitute specimen was in use in commerce at least as early as the filing date of the application; all
statements made of his/her own knowledge are true; and all statements made on information and belief are believed to be true.

_____________________________
(Signature)
_____________________________
(Print or Type Name and Position)
_____________________________
(Date)
Declaration for Amending to Section 1(b)
As stated above, if the applicant cannot satisfy the specimen requirement and would like to amend the application filing basis to Section (1b)
intent to use, the following is a properly worded declaration:
Applicant has had a bona fide intention to use the mark in commerce on or in connection with the goods or services listed in the application
as of the filing date of the application. The undersigned, being hereby warned that willful false statements and the like so made are punishable
by fine or imprisonment, or both, under 18 U.S.C. §1001, and that such willful false statements and the like may jeopardize the validity of the
application or document or any resulting registration, declares that the facts set forth in the application are true; all statements made of his/her
own knowledge are true; and all statements made on information and belief are believed to be true.

_____________________________
(Signature)
_____________________________
(Print or Type Name and Position)
_____________________________
(Date)

Identification Of Goods and Services
The identification of goods and/or services is unacceptable the wording is indefinite. Applicant must amend the identification of goods and/or
services to specify the common commercial or generic name for the goods and/or services. If there is no common commercial or generic name
for the product, then applicant must describe the product and intended consumer as well as its main purpose and intended uses. TMEP §1402.01.
Specifically, rather than listing goods featured at the “shop-at-home parties,” applicant listed the vague term “services”. Applicant must specify
the goods sold at the parties, e.g., “sexual aids”.
For the applicant’s convenience, the Examining Attorney has highlighted suggested amendments and problem areas in bold type below.
“Shop-at-home parties featuring services, namely, {specify goods that are sold at the parties, e.g., “sexual aids”} in the field of sexual aids,”
in International Class 35.
Please note that, while an application may be amended to clarify or limit the identification, additions to the identification are not permitted. 37
C.F.R. §2.71(a); TMEP §1402.06. Therefore, the applicant may not amend to include any goods or services that are not within the scope of the
goods and services recited in the present identification.
The applicant is encouraged to consult the PTO’s Acceptable ID Manual, which is available on the Patent and Trademark Office’s home page at
http://tess2.uspto.gov/netahtml/tidm.html. The Manual includes explanations and notices of classification policy. The Acceptable Identification
of Goods and Services Manual sets out acceptable language for identifying goods and services of various types. Utilizing identification
language from the Manual may enable trademark owners to avoid problems relating to indefiniteness with respect to the goods or services
identified in their applications for registration; however, applicants should note that they must assert actual use in commerce or a bona fide intent
to use the mark in commerce for the goods or services specified. TMEP Section 1402.04.
Assistance
If applicant has questions about its application or needs assistance in responding to this Office action, please telephone the assigned trademark
examining attorney directly at the number below.
TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT FEE: TEAS Plus applicants should submit
the following documents using the Trademark Electronic Application System (TEAS) at http://www.uspto.gov/teas/index.html: (1) written
responses to Office actions; (2) preliminary amendments; (3) changes of correspondence address; (4) changes of owner’s address; (5)
appointments and revocations of attorney; (6) amendments to allege use; (7) statements of use; (8) requests for extension of time to file a
statement of use, and (9) requests to delete a §1(b) basis. If any of these documents are filed on paper, they must be accompanied by a $50 per
class fee. 37 C.F.R. §§2.6(a)(1)(iv) and 2.23(a)(i). Telephone responses will not incur an additional fee. NOTE: In addition to the above,
applicant must also continue to accept correspondence from the Office via e-mail throughout the examination process in order to avoid the
additional fee. 37 C.F.R. §2.23(a)(2).

/James W. Stein/
Trademark Examining Attorney
Law Office 107
Phone No. (571) 272-3056

NOTICE OF NEW PROCEDURE FOR E-MAILED OFFICE ACTIONS: In late spring 2007, for any applicant who authorizes e-mail
communication with the USPTO, the USPTO will no longer directly e-mail the actual Office action to the applicant. Instead, upon issuance of an
Office action, the USPTO will e-mail the applicant a notice with a link/web address to access the Office action using Trademark Document
Retrieval (TDR), which is located on the USPTO website at http://portal.uspto.gov/external/portal/tow. The Office action will not be attached to
the e-mail notice. Upon receipt of the notice, the applicant can then view and print the actual Office action and any evidentiary attachments
using the provided link/web address. TDR is available 24 hours a day, seven days a week, including holidays and weekends. This new process
is intended to eliminate problems associated with e-mailed Office actions that contain numerous attachments.
HOW TO RESPOND TO THIS OFFICE ACTION:
ONLINE RESPONSE: You may respond using the Office’s Trademark Electronic Application System (TEAS) Response to Office action
form available on our website at http://www.uspto.gov/teas/index.html. If the Office action issued via e-mail, you must wait 72 hours
after receipt of the Office action to respond via TEAS. NOTE: Do not respond by e-mail. THE USPTO WILL NOT ACCEPT AN

E-MAILED RESPONSE.
REGULAR MAIL RESPONSE: To respond by regular mail, your response should be sent to the mailing return address above, and
include the serial number, law office number, and examining attorney’s name. NOTE: The filing date of the response will be the date
of receipt in the Office, not the postmarked date. To ensure your response is timely, use a certificate of mailing. 37 C.F.R. §2.197.
STATUS OF APPLICATION: To check the status of your application, visit the Office’s Trademark Applications and Registrations Retrieval
(TARR) system at http://tarr.uspto.gov.
VIEW APPLICATION DOCUMENTS ONLINE: Documents in the electronic file for pending applications can be viewed and downloaded
online at http://portal.uspto.gov/external/portal/tow.
GENERAL TRADEMARK INFORMATION: For general information about trademarks, please visit the Office’s website at
http://www.uspto.gov/main/trademarks.htm
FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT THE ASSIGNED EXAMINING
ATTORNEY SPECIFIED ABOVE.

