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UNITED STATES PATENT AND TRADEMARK OFFICE
SERIAL NO:

77/638426

MARK: COMMCARE

*77638426*

CORRESPONDENT ADDRESS:
MARIE BREAUX
MILLING BENSON WOODWARD LLP
909 POYDRAS ST STE 2300
NEW ORLEANS, LA 70112-1010

RESPOND TO THIS ACTION:
http://www.uspto.gov/teas/eTEASpageD.htm
GENERAL TRADEMARK INFORMATION:

http://www.uspto.gov/main/trademarks.htm
APPLICANT:

CommCare Corporation

CORRESPONDENT’S REFERENCE/DOCKET NO :
CommCare
CORRESPONDENT E-MAIL ADDRESS:
mbreaux@millinglaw.com

OFFICE ACTION
TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER RESPONSE TO THIS OFFICE ACTION WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE.
ISSUE/MAILING DATE: 3/16/2009

The referenced application has been reviewed by the assigned trademark examining attorney. Applicant must respond timely and completely to
the issue(s) below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62, 2.65(a); TMEP §§711, 718.03.

SECTION 2(d) REFUSAL – LIKELIHOOD OF CONFUSION
Registration of the applied-for mark is refused because of a likelihood of confusion with the mark in U.S. Registration No. 3281526. Trademark
Act Section 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 et seq. See the enclosed registration.
The Court in In re E. I. Du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973), listed the principal factors to be considered
in determining whether there is a likelihood of confusion under Section 2(d). Any one of the factors listed may be dominant in any given case,
depending upon the evidence of record. In re Dixie Restaurants, Inc., 105 F.3d 1405, 41 USPQ2d 1531, 1533 (Fed. Cir. 1997); In this case, the
following factors are the most relevant: similarity of the marks, similarity of the goods and/or services, and similarity of trade channels of the
goods and/or services. See In re Opus One, Inc., 60 USPQ2d 1812 (TTAB 2001); In re Dakin’s Miniatures Inc., 59 USPQ2d 1593 (TTAB
1999); In re Azteca Restaurant Enterprises, Inc., 50 USPQ2d 1209 (TTAB 1999); In re L.C. Licensing Inc., 49 USPQ2d 1379 (TTAB 1998);
TMEP §§1207.01 et seq.
Comparison of the Marks
When determining whether there is a likelihood of confusion under Section 2(d), the question is not whether people will confuse the marks, but
rather whether the marks will confuse the people into believing that the goods they identify emanate from the same source. In re West PointPepperell, Inc., 468 F.2d 200, 175 USPQ 558 (C.C.P.A. 1972). For that reason, the test of likelihood of confusion is not whether the marks can
be distinguished when subjected to a side-by-side comparison. The question is whether the marks create the same overall impression. Visual
Information Inst., Inc. v. Vicon Indus. Inc., 209 USPQ 179 (TTAB 1980). The focus is on the recollection of the average purchaser who
normally retains a general rather than specific impression of trademarks. Chemetron Corp. v. Morris Coupling & Clamp Co., 203 USPQ 537
(TTAB 1979); Sealed Air Corp. v. Scott Paper Co., 190 USPQ 106 (TTAB 1975); TMEP §1207.01(b).
The applicant’s mark, COMMCARE, is similar to the registrant’s mark, RX COMMCARE PHARMACY, and will lead to consumer
confusion. Marks may be confusingly similar in appearance where there are similar terms or phrases or similar parts of terms or phrases
appearing in both applicant’s and registrant’s mark. See Crocker Nat’l Bank v. Canadian Imperial Bank of Commerce , 228 USPQ 689 (TTAB
1986), aff’d sub nom. Canadian Imperial Bank of Commerce v. Wells Fargo Bank, Nat’l Ass’n , 811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir.
1987) (COMMCASH and COMMUNICASH); In re Phillips-Van Heusen Corp., 228 USPQ 949 (TTAB 1986) (21 CLUB and “21” CLUB
(stylized)); In re Corning Glass Works, 229 USPQ 65 (TTAB 1985) (CONFIRM and CONFIRMCELLS); In re Collegian Sportswear Inc., 224
USPQ 174 (TTAB 1984) (COLLEGIAN OF CALIFORNIA and COLLEGIENNE); In re Pellerin Milnor Corp., 221 USPQ 558 (TTAB 1983)
(MILTRON and MILLTRONICS); In re BASF A.G., 189 USPQ 424 (TTAB 1975) (LUTEXAL and LUTEX); TMEP §1207.01(b)(ii)-(iii).
Where the marks of the respective parties are identical or highly similar, then the commercial relationship between the goods or services of the
respective parties must be analyzed carefully to determine whether there is a likelihood of confusion. In re Opus One Inc., 60 USPQ2d 1812,
1815 (TTAB 2001); In re Concordia Int’l Forwarding Corp. , 222 USPQ 355 (TTAB 1983); TMEP §1207.01(a).
Comparison of the Goods and Services
When determining whether there is a likelihood of confusion, all circumstances surrounding the sale of the goods and/or services are considered.
Industrial Nucleonics Corp. v. Hinde, 475 F.2d 1197, 177 USPQ 386 (C.C.P.A. 1973). These circumstances include the marketing channels, the
identity of the prospective purchasers and the degree of similarity between the marks and between the goods and/or services. In comparing the
marks, similarity in any one of the elements of sound, appearance or meaning is sufficient to find a likelihood of confusion. In comparing the
goods and/or services, it is necessary to show that they are related in some manner. In re Mack, 197 USPQ 755, 757 (TTAB 1977); TMEP
§§1207.01 et seq.
The applicant has applied to register COMMCARE for “Nursing homes and providing long term and senior care facilities.”
The registered mark, RX COMMCARE PHARMACY, is for “Retail pharmacy services.”
Attached are copies of printouts from the USPTO X-Search database, which show third-party registrations of marks used in connection with the
same or similar goods and/or services as those of applicant and registrant in this case. These printouts have probative value to the extent that
they serve to suggest that the goods and/or services listed therein, namely pharmacy services and nursing care, are of a kind that may emanate
from a single source. In re Infinity Broad. Corp., 60 USPQ2d 1214, 1217-18 (TTAB 2001); In re Albert Trostel & Sons Co., 29 USPQ2d 1783,
1785-86 (TTAB 1993); In re Mucky Duck Mustard Co., 6 USPQ2d 1467, 1470 n.6 (TTAB 1988); TMEP §1207.01(d)(iii).
Accordingly, because confusion as to source is likely, registration is refused under Trademark Act Section 2 (d) based on likelihood of confusion.
Although applicant’s mark has been refused registration, applicant may respond to the refusal(s) by submitting evidence and arguments in
support of registration.

/Sani Khouri/
Examining Attorney
Law Office 110
571-272-5884- Phone
571-273-9110- Fax

RESPOND TO THIS ACTION: Applicant should file a response to this Office action online using the form at
http://www.uspto.gov/teas/eTEASpageD.htm, waiting 48-72 hours if applicant received notification of the Office action via e-mail. For
technical assistance with the form, please e-mail TEAS@uspto.gov. For questions about the Office action itself, please contact the assigned
examining attorney. Do not respond to this Office action by e-mail; the USPTO does not accept e-mailed responses.
If responding by paper mail, please include the following information: the application serial number, the mark, the filing date and the name,
title/position, telephone number and e-mail address of the person signing the response. Please use the following address: Commissioner for
Trademarks, P.O. Box 1451, Alexandria, VA 22313-1451.
STATUS CHECK: Check the status of the application at least once every six months from the initial filing date using the USPTO Trademark
Applications and Registrations Retrieval (TARR) online system at http://tarr.uspto.gov. When conducting an online status check, print and
maintain a copy of the complete TARR screen. If the status of your application has not changed for more than six months, please contact the
assigned examining attorney.
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CommCare Corporation (mbreaux@millinglaw.com)

Subject:

TRADEMARK APPLICATION NO. 77638426 - COMMCARE - CommCare
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Attachments:

IMPORTANT NOTICE
USPTO OFFICE ACTION HAS ISSUED ON 3/16/2009 FOR
APPLICATION SERIAL NO. 77638426
Please follow the instructions below to continue the prosecution of your application:
VIEW
OFFICE
ACTION:
Click
on
this
link
http://tmportal.uspto.gov/external/portal/tow?DDA=Y&serial_number=77638426&doc_type=OOA&mail_date=20090316 (or copy and
paste this URL into the address field of your browser), or visit http://tmportal.uspto.gov/external/portal/tow and enter the application
serial number to access the Office action.
PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24 hours of this notification.
RESPONSE MAY BE REQUIRED: You should carefully review the Office action to determine (1) if a response is required; (2) how to
respond; and (3) the applicable response time period. Your response deadline will be calculated from 3/16/2009.
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the USPTO does NOT accept e-mailed
responses. Instead, the USPTO recommends that you respond online using the Trademark Electronic Application System response form
at http://www.uspto.gov/teas/eTEASpageD.htm.
HELP: For technical assistance in accessing the Office action, please e-mail
TDR@uspto.gov. Please contact the assigned examining attorney with questions about the Office action.

WARNING
1. The USPTO will NOT send a separate e-mail with the Office action attached.
2. Failure to file any required response by the applicable deadline will result in the ABANDONMENT of your
application.

